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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF GEORGIA 

ATLANTA DIVISION 

 
CHARLES SMITH, 
 
 Plaintiff, 
 

v. 
 
WAL-MART STORES, INC., 
 
 Defendant. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
)

Civil Action File  
No. 1:06 CV 0526 (WSD) 
 

 
WAL-MART STORES, INC.’S ANSWER AND COUNTERCLAIMS  

NOW COMES Defendant Wal-Mart Stores, Inc. (“Defendant”), by and 

through its undersigned counsel, and in accordance with Rules 8, 12, and 13 of the 

Federal Rules of Civil Procedure, hereby makes and files its Answer and 

Counterclaims to the Complaint of Plaintiff Charles Smith, dated March 6, 2006, 

and respectfully shows the Court as follows: 

1.  

 In response to the allegations contained in the first sentence of paragraph 1 

of the Complaint, Defendant admits that the Complaint purports to bring an action 

for declaratory relief but denies that Plaintiff is entitled to any such relief.  

Defendant admits that Plaintiff sold imprinted items to members of the public and 

EXHIBIT B
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reserved the domain name “walocaust.com” through which Plaintiff's wares could 

be displayed, and is without sufficient knowledge or information to form a belief 

as to the truth of the remaining allegations contained in the second sentence of 

paragraph 1 of the Complaint, and therefore denies the same.  Defendant denies the 

allegations contained in the third sentence of paragraph 1 of the Complaint.  In 

response to the allegations contained in the fourth sentence of paragraph 1 of the 

Complaint, Defendant denies that Plaintiff is entitled to the requested declaratory 

relief. 

PARTIES, JURISDICTION AND VENUE  

2.  

 Defendant denies the characterization of Defendant’s claims and is without 

sufficient knowledge or information to form a belief as to the truth of the 

remaining allegations contained in paragraph 2 of the Complaint, and therefore 

denies the same. 

3.  

 Defendant admits the allegations contained in the first sentence of paragraph 

3 of the Complaint and admits that Wal-Mart's counsel sent a letter to Plaintiff on 

or about December 28, 2005, which letter speaks for itself in all respects.  
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Defendant denies the remaining allegations contained in paragraph 3 of the 

Complaint. 

4.  

 In response to the allegations contained in paragraph 4 of the Complaint, 

Defendant denies that this Court has subject matter jurisdiction over this action 

pursuant to 28 U.S.C. § 1337, and otherwise admits that this Court has subject 

matter jurisdiction over the Complaint as pleaded. 

FACTS 

5.  

 In response to the allegations contained in paragraph 5 of the Complaint, 

Defendant is without sufficient knowledge or information to form a belief as to the 

state of mind or beliefs of Plaintiff, and therefore denies the same.  Defendant 

denies the remaining allegations contained in paragraph 5 of the Complaint. 

6.  

 In response to the allegations contained in the first sentence of paragraph 6 

of the Complaint, Defendant is without sufficient knowledge or information to 

form a belief as to the state of mind or beliefs of Plaintiff and therefore denies the 

same.  Defendant admits that Plaintiff created several designs that combine Wal-

Mart's name with the word “holocaust,” creating the term “Wal[star]ocaust,” and 
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otherwise denies the remaining allegations contained in the first sentence of 

paragraph 6 of the Complaint.  Defendant admits the allegations contained in the 

second sentence of paragraph 6 of the Complaint.  In response to the allegations 

contained in the third sentence of paragraph 6 of the Complaint, Defendant admits 

that the purpose of the term is to call to mind the name “Wal-Mart,” and otherwise 

is without sufficient knowledge or information to form a belief as to the truth of the 

remaining allegations contained in this sentence, and therefore denies the same. 

7.  

 In response to the allegations contained in paragraph 7 of the Complaint, 

Defendant admits that Wal-Mart commonly uses the “smiley face” in its displays 

and advertising and denies that said design had been in common circulation for 

many years before Wal-Mart first used it.  Defendant admits that certain designs 

are attached to the Complaint as Exhibit A, and otherwise is without sufficient 

knowledge or information to form a belief as to the truth of the remaining 

allegations contained in paragraph 7 of the Complaint, and therefore denies the 

same. 

8.  

 Defendant admits that Plaintiff registered the domain name “walocaust.com” 

and otherwise is without sufficient knowledge or information to form a belief as to 
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the truth of the remaining allegations contained in paragraph 8 of the Complaint, 

and therefore denies the same. 

9.  

 In response to the allegations contained in the first sentence of paragraph 9 

of the Complaint, Defendant admits that Plaintiff arranged with Cafepress.com to 

sell Plaintiff's items online, and otherwise is without sufficient knowledge or 

information to form a belief as to the truth of the remaining allegations contained 

in this sentence, and therefore denies the same.  In response to the allegations 

contained in the second sentence of the paragraph 9 of the Complaint, Defendant 

admits that Plaintiff redirected traffic from his walocaust.com domain name to 

servers maintained by Cafepress.com so that people wishing to purchase Plaintiff's 

items could easily do so, and otherwise is without sufficient knowledge or 

information to form a belief as to the truth of the remaining allegations contained 

in this sentence, and therefore denies the same. 

10.  

 In response to the allegations contained in paragraph 10 of the Complaint, 

Defendant admits that Wal-Mart, through its attorneys, sent a letter and e-mail to 

Defendant on or about December 28, 2005, which correspondence speaks for itself 
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in all respects.  Defendant denies the remaining allegations in paragraph 10 of the 

Complaint. 

11.  

 In response to the allegations contained in the first sentence of paragraph 11 

of the Complaint, Defendant admits that Wal-Mart, through its attorneys, sent a 

letter and e-mail to Cafepress.com on or about December 28, 2005, which 

correspondence speaks for itself in all respects.  Defendant is without sufficient 

knowledge or information to form a belief as to the truth of the remaining 

allegations contained in paragraph 11 of the Complaint, and therefore denies the 

same. 

12.  

 Defendant is without sufficient knowledge or information to form a belief as 

to the truth of the allegations contained in paragraph 12 of the Complaint, and 

therefore denies the same. 

13.  

 Defendant is without sufficient knowledge or information to form a belief as 

to the truth of the allegations contained in the first sentence of paragraph 13 of the 

Complaint, and therefore denies the same.  In response to the remaining allegations 

contained in paragraph 13 of the Complaint, Defendant admits that Wal-Mart, 
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through its attorneys, sent a letter to Lawrence Lessig on or about February 1, 

2006, which speaks for itself in all respects.  Defendant denies the remaining 

allegations contained in paragraph 13 of the Complaint. 

14.  

 Defendant is without sufficient knowledge or information to form a belief as 

to the truth of the allegations contained in paragraph 14 of the Complaint, and 

therefore denies the same. 

15.  

 Defendant is without sufficient knowledge or information to form a belief as 

to the truth of the allegations contained in paragraph 15 of the Complaint, and 

therefore denies the same. 

16.  

 In response to the allegations contained in paragraph 16 of the Complaint, 

Defendant respectfully refers the Court to the Internet website 

“www.walocaust.com,” as it existed on the date of filing of the Complaint for the 

contents thereof.  Defendant is without sufficient knowledge or information to 

form a belief as to the truth of the remaining allegations contained in paragraph 16 

of the Complaint, and therefore denies the same. 
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CLAIMS FOR RELIEF  

17.  

 Defendant admits the allegations contained in paragraph 17 of the 

Complaint. 

18.  

 Defendant admits the allegations contained in paragraph 18 of the 

Complaint. 

19.  

 Defendant denies the allegations contained in paragraph 19 of the 

Complaint. 

20.  

 Defendant denies the allegations contained in paragraph 20 of the 

Complaint. 

21.  

 Defendant denies the allegations contained in paragraph 21 of the 

Complaint. 

22.  

 Defendant denies the allegations contained in paragraph 22 of the 

Complaint. 
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23.  

 Defendant denies the allegations contained in paragraph 23 of the 

Complaint. 

24.  

 Defendant denies the allegations contained in paragraph 24 of the 

Complaint. 

25.  

 Defendant denies the allegations contained in paragraph 25 of the 

Complaint. 

26.  

 Defendant admits that Plaintiff seeks declaratory relief on the grounds listed 

in paragraph 26 of the Complaint, but denies that Plaintiff is entitled to any such 

relief. 

27.  

 Defendant admits that Plaintiff seeks declaratory relief on the grounds listed 

in paragraph 27 of the Complaint, but denies that Plaintiff is entitled to any such 

relief. 
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28. 

 In response to the Prayer for Relief, Defendant avers that Plaintiff is not 

entitled to a judgment against Defendant, to declaratory relief, to costs or attorney 

fees in this matter, or to any other relief. 

29. 

 Defendant denies each and every allegation contained in the Complaint not 

specifically admitted or otherwise responded to herein, including, but not limited 

to, each of Plaintiff’s prayers for relief. 

FIRST AFFIRMATIVE DEFENSE  

 The Complaint fails to state a claim upon which relief can be granted. 

SECOND AFFIRMATIVE DEFENSE  

 Plaintiff's claims are barred, in whole or in part, by the doctrine of unclean 

hands. 

RESERVATION OF A DDITIONAL DEFENSES  

 Discovery in this case has not commenced and Defendant continues to 

investigate the allegations set forth in the Complaint.  Defendant specifically gives 

notice that it intends to rely upon such other defenses as may become available by 

law, or pursuant to statute, or discovery proceedings in this case, and hereby 

reserves the right to amend its Answer and Counterclaims and assert such defenses. 
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COUNTERCLAIMS  

1.  

 NOW COMES Defendant and Counterclaim Plaintiff Wal-Mart Stores, Inc. 

(“Wal-Mart”), and pursuant to Rules 8 and 13 of the Federal Rules of Civil 

Procedure, hereby incorporates its foregoing responses to the Complaint and 

further alleges its Counterclaims against Plaintiff and Counterclaim Defendant 

Charles Smith (“Smith”) as follows: 

INTRODUCTION  

2.  

 This case is about a merchant who seeks to cloak his illegal commercial 

activities under the mantle of the First Amendment, hoping that this Court will 

overlook and condone his multiple violations of the intellectual property laws of 

the United States and of the State of Georgia.  Smith’s illegal commercial scheme 

depends on his ability to peddle beer steins, boxer shorts, thongs and other such 

items for profit, while trading on and tarnishing Wal-Mart's trademarks and 

business reputation.  Many of Smith’s product offerings bear indicia associating 

Wal-Mart directly with the Holocaust, one of the greatest tragedies in human 

history, and with a Nazi regime that inflicted the Holocaust genocide on millions 
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of innocent people.  Some of his other products bear no Wal-Mart marks but 

nonetheless are sold under his umbrella brand "Wal-ocaust."  Smith’s tasteless 

enterprise demonstrates that he is attempting to profit from his repulsive wares, not 

merely expressing his misguided opinions about Wal-Mart. 

3.  

 Even now, while claiming that his business has halted pending the Court's 

ruling, Smith continues to advertise his upcoming venture and to solicit revenue 

while employing the same offensive indicia and associating them with Wal-Mart. 

4.  

 Wal-Mart brings these Counterclaims to enjoin this misuse of Wal-Mart's 

trademarks and to prevent dilution and tarnishment of its marks and injury to its 

business reputation in connection with this merchant's commercial activities. 

THE PARTIES  

5.  

 Wal-Mart is a corporation organized and existing under the laws of the state 

of Delaware, with its principal place of business in Bentonville, Arkansas. 

6.  

 On information and belief, Smith is a resident of Georgia. 
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JURISDICTION AND VENUE  

7.  

 The Court has subject matter jurisdiction over the Counterclaims pursuant to 

15 U.S.C. § 1121 and 28 U.S.C. §§ 1331, 1332, 1338 and 1367. 

8.  

 Venue is proper in this District as to the Counterclaims pursuant to 28 

U.S.C. § 1391(b).  Smith also consented to venue in this Court by bringing this 

action. 

WAL-MART AND ITS TRADEMARKS  

9.  

 Wal-Mart was established in 1962 by Sam Walton as a local specialty 

discount store in Arkansas, and is now heralded as the world's largest retailer.  

Through its stores and Internet websites, Wal-Mart offers to consumers around the 

world a wide variety of products including, but not limited to, electronics, 

computers, toys, furniture, sports and fitness, automotive, and apparel. 

10.  

 Wal-Mart owns and has continuously used the well-known WAL-MART 

trademark and service mark (the “WAL-MART marks”) in the United States for 

retail department store services since 1962.  As a result of over forty years of use, 
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Wal-Mart has created in “WAL-MART” one of the most famous and distinctive 

marks in retailing.  Because of Wal-Mart's extensive and exclusive use, and 

millions of dollars in advertising, the WAL-MART marks have acquired 

invaluable fame, goodwill and reputation, not only in the United States but also 

throughout the world. 

11.  

 Wal-Mart currently operates over 1,200 Wal-Mart stores and over 1,900 

Wal-Mart Supercenters, among others, throughout the United States and nearly 

2,300 retail units internationally, serving more than 138 million customers weekly 

in 16 countries worldwide.  Additionally, Wal-Mart uses the WAL-MART marks 

extensively on its Wal-Mart buildings, advertising, and community support 

programs associated with its Wal-Mart Stores.  Wal-Mart also uses the WAL-

MART marks in connection with a wide array of services, such as credit card, 

vision care, vacation planning, and pharmacy services. 

12.  

 In addition to Wal-Mart's long standing common law trademark rights in the 

WAL-MART mark, Wal-Mart also owns numerous United States trademark 

registrations that incorporate its well known WAL-MART mark, including, but not 

limited to, U.S. Reg. No. 1,322,750 for WALMART and Design, U.S. Reg. No. 
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2,891,003 for WAL[star]MART, and U.S. Reg. No. 1,783,039 for WAL-MART.  

True and correct copies of Wal-Mart’s certificates of registration for these 

trademarks are attached hereto as Exhibits A – C. 

13.  

 Wal-Mart operates an Internet website at www.walmart.com, where 

consumers can shop online and obtain extensive information about Wal-Mart 

stores.  Wal-Mart also owns and operates additional domain names, including  

www.walmartstores.com and www.walmartfacts.com, that link to Wal-Mart's 

www.walmart.com website.  The website at www.walmart.com is arranged in 

various product categories that members can access to shop online. As such, the 

website is a vital part of Wal-Mart's business and contributes to its online identity 

and brand. 

14.  

 Based on the foregoing, Wal-Mart has established immense secondary 

meaning and fame in the WAL-MART marks. 

15.  

 By virtue of their long use and registration, the Wal-Mart registered 

trademarks are incontestable pursuant to 15 U.S.C. § 1065. 
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FACTUAL BACKGROUND FO R THE COUNTERCLAIMS  

16.  

 Smith registered the Internet domain name “www.walocaust.com” in order 

to create an Internet website through which he could sell merchandise for profit to 

the public. 

17.  

 Smith set up an Internet website with the domain name 

“www.walocaust.com,” which linked site visitors to a set of merchandise web 

pages, each bearing the word “walocaust,” on a site with the domain name 

“cafepress.com.” 

18.  

 On the “walocaust” website, Smith offered for sale numerous items, 

including but not limited to beer steins, T-shirts, thongs, and boxer shorts, bearing 

various slogans, including but not limited to the made-up word "Walocaust."  

Attached hereto as Exhibit D is a true and correct copy of print-outs of the 

merchandising web pages accessible through the Walocaust website as they existed 

on December 9, 2005. 



 17 
60426/1852531.4 

I. Smith's Sales of "Walocaust" Merchandise on the "Walocaust" Website 

19.  

 Through the “walocaust” website, Smith sold merchandise bearing a design 

with a Nazi eagle clutching the Wal-Mart's well-known “smiley face” mark in its 

talons, under Smith’s made-up Walocaust word, including the Wal[star] Wal-Mart 

mark (the “Walocaust eagle”).  The intent of this design was to create an 

association between the Nazi regime and Wal-Mart's trademarks and business in 

the minds of Smith’s prospective customers. 

20.  

 Through the “walocaust” website, Smith also included among other items 

for sale a beer stein bearing the Walocaust eagle, priced at $15.99.  An image of 

the beer stein taken from the website print-out appears below: 
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21.  

 Through the “walocaust” website, Smith also offered for sale a teddy bear 

wearing a T-shirt bearing the Walocaust eagle, priced at $16.89.  An image of the 

teddy bear taken from the website print-out appears below: 

   

22.  

 Through the “walocaust” website, Smith also offered for sale boxer shorts 

bearing the Walocaust eagle, priced at $16.89.  An image of the boxer shorts taken 

from the website print-out appears below: 
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23.  

 Through the “walocaust” website, Smith also offered for sale a camisole 

bearing the Walocaust eagle, priced at $20.79.  An image of the camisole taken 

from the website print-out appears below: 

   

24.  

 Through the “walocaust” website, Smith also offered for sale a “classic 

thong” bearing the Walocaust eagle, priced at $10.39.  An image of the “classic 

thong” taken from the website print-out appears below: 
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25.  

 Through the “walocaust” website, Smith offered approximately 48 items for 

sale that infringe and dilute  Wal-Mart's intellectual property by directing or 

linking customers to cafepress.com "Walocaust" web pages as they then existed.  

Each one of these commercial web pages improperly associated Wal-Mart with 

Smith’s commercial activities. 

26.  

 In using the made-up word “walocaust,” Smith utilized a font and color 

confusingly similar to that of Wal-Mart's famous trademark.  Smith also used the 

"Wal" with "star" portion of Wal-Mart's trademark.  Smith utilized these aspects of 

Wal-Mart's trademark in order to create a connection in the minds of his 

prospective customers with Wal-Mart. 

27.  

 Smith’s intent in using the “walocaust” domain name and in placing Wal-

Mart's trademarks on his merchandise and website was commercial.  Smith 

willfully intended to trade on Wal-Mart's business reputation and to dilute Wal-

Mart's famous marks, in order to profit by his sales of merchandise bearing Wal-

Mart marks and other designs.  By selling items on these commercial web pages 
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designated with Wal-Mart's trademark, Smith improperly associated Wal-Mart 

with his commercial activities. 

28.  

 The “walocaust” website as it then existed also contained the statement, “A 

real web site is coming soon,” suggesting that Smith planned further development 

and elaboration of the website under the “walocaust” domain name. 

II. Smith's Continued Sales of Merchandise on the "Walocaust" Site 

29.  

 On or about December 28, 2005, Wal-Mart's counsel contacted Smith 

concerning his misuse of Wal-Mart's trademarks and related intellectual property 

in connection with his business activities.  Wal-Mart requested that Smith cease all 

such use in connection with his commercial activities. 

30.  

 Without responding to Wal-Mart's requests, Smith apparently ceased selling 

merchandise bearing the Wal-Mart trademarks, but continued to operate the 

"walocaust" web site, which continued to link site visitors to a set of merchandise 

web pages, each bearing the word “walocaust,” on the “cafepress.com” site.  Smith 

continued to sell his merchandise on the “walocaust” pages.  Attached hereto as 
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Exhibit E is a true and correct copy of print-outs of the Walocaust merchandising 

pages as they existed on March 9, 2006. 

31.  

 On these “walocaust” pages, Smith continued to sell merchandise.  Smith 

included among other items for sale a beer stein bearing the legend “CHOOSE 

Minding Your Own Business,” priced at $16.99.  An image of the beer stein taken 

from the website appears below: 

 
 

New Sect ion Stein 
$16.99 

 

32.  

 On these “walocaust” pages, Smith continued to sell a camisole bearing the 

“CHOOSE Minding Your Own Business” legend, priced at $17.99.  An image of 

the camisole taken from the website appears below: 
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New Sect ion Cam isole 
$17.99 

 

 

33.  

 On these “walocaust” pages, Smith continued to sell boxer shorts bearing the 

“CHOOSE Minding Your Own Business” legend, priced at $16.99.  An image of 

the boxer shorts taken from the website appears below: 

 
 

New Sect ion Boxer Shorts 
$16.99 
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34.  

 On these “walocaust” pages, Smith continued to sell a “classic thong” 

bearing the “CHOOSE Minding Your Own Business” legend, priced at $16.99.  

An image of the "classic thong" taken from the website appears below: 

 
 

New Sect ion Classic Thong 
$16.99 

 

35.  

 Smith offered in all approximately 197 items for sale on the cafepress.com 

“Walocaust” web pages as they then existed.  By selling items on these 

commercial web pages designated with Wal-Mart's trademark, Smith improperly 

associated Wal-Mart with his commercial activities. 

III. Smith's Threats of Future Sales on the "Walocaust" Site 
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36.  

 On February 1, 2006, Wal-Mart's counsel contacted Smith’s counsel, 

seeking, among other things, to stop Smith’s infringing and dilutive use of Wal-

Mart's trademark in the commercial “walocaust” domain name.  Smith’s counsel 

requested repeated extensions of time to respond, which Wal-Mart's counsel 

granted. 

37.  

 On or about March 6, 2006, on the last day of the latest extension granted by 

Wal-Mart's counsel to respond to the February 1, 2006 letter, Smith filed the 

instant anticipatory declaratory judgment action, and abruptly changed the design 

of the “walocaust” site.  Attached hereto as Exhibit F is a true and correct copy of a 

print-out of the Walocaust site as it existed on March 22, 2006. 

38.  

 The current site contains the “Walocaust” word with the misleading font and 

trademark, the Nazi eagle with “smiley face,” and other uses of Wal-Mart's 

protected marks. 

39.  

 The current site foretells future commercial sales of Smith’s products, 

containing the text, “Would you like to wear a T-shirt or hat, or drink from a mug, 
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or display a bumper sticker on your car that tells the world how you feel about 

what WalMart is doing to our communities?  We would love to help you express 

yourself that way, and until recently, you could have displayed any of the 

following designs on a hat, or shirt, or mug.” 

40.  

 The current site also contains links to an entity called Public Citizen, seeking 

donations of money. 

41.  

 Even though the post-filing Walocaust site does not contain a link to Smith’s 

Cafepress.com sales pages, web pages bearing the "walocaust" word continue to 

exist at the cafepress.com website.  Attached hereto as Exhibit G is a true and 

correct copy of the “walocaust” cafepress.com pages, as they existed on March 22, 

2006. 

42.  

 These pages, each of which contains the word “walocaust” at the top, offer 

for sale items bearing a photograph of the sitting Vice President of the United 

States with the legend “Number 2” (the “Cheney image”). 



 27 
60426/1852531.4 

43.  

 On these "walocaust" pages, Smith includes among other items for sale 

boxer shorts bearing a photograph of the Cheney image, priced at $16.99.  An 

image of the boxer shorts taken from the website appears below: 

 
 

Num ber 2 Boxer Shorts 
$14.99 

 

44.  

 On these "walocaust" pages, Smith includes among other items for sale a 

camisole bearing the Cheney image, priced at $17.99.  An image of the camisole 

taken from the website appears below: 
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Num ber 2 Cam isole 
$17.99 

 

45.  

 On these "walocaust" pages, Smith includes among other items for sale a 

“classic thong” bearing the Cheney image, priced at $9.99.  An image of the 

“classic thong” taken from the website appears below: 

 
 

Num ber 2 Classic Thong 
$9.99 

 

46.  

 Smith is offering 41 items for sale on the current cafepress.com "Walocaust" 

web pages.  By offering for sale items on these commercial web pages designated 

with Wal-Mart's trademark, each one of the cafepress.com pages improperly 

associates Wal-Mart with Smith’s commercial activities. 
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47.  

 For all of these reasons, the “walocaust” site and Smith’s business have 

always been, and continue to be, a commercial venture.  The “walocaust” site 

misappropriates Wal-Mart's protected marks in order to sell products. 

CAUSES OF ACTION 

COUNT I  

Trademark Infringement,  
15 U.S.C. § 1114(1) 

48.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 47 of its Counterclaims. 

49.  

 Smith has used and will continue to use in commerce designations 

confusingly similar to Wal-Mart's registered WAL[star]MART trademarks on or in 

connection with the sale, offering for sale, distribution or advertising of his goods 

and services. 

50.  

 Such use is likely to cause confusion, cause mistake, or to deceive. 

51.  

 Smith’s acts have been intentional, willful, and in bad faith. 
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52.  

 Smith’s acts of infringement have caused damages to Wal-Mart in an 

amount to be determined at trial. 

53.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 

COUNT II  

Federal Unfair Competition, 
15 U.S.C. § 1125(a) 

54.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 53 of its Counterclaims. 

55.  

 Smith’s acts constitute use in commerce of words, terms, names, symbols 

and devices, and combinations thereof, false designation of origin, and false and 

misleading descriptions of fact that are likely to cause confusion, or to cause 

mistake, or to deceive as to the affiliation, connection or association of Smith’s 

services, goods or other commercial activities with Wal-Mart. 
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56.  

 Smith’s acts constitute use in commerce of words, terms, names, symbols 

and devices, and combinations thereof, false designation of origin, and false and 

misleading descriptions of fact in commercial advertising or promotion that 

misrepresent the nature, characteristics or qualities of Smith’s services, goods, or 

other commercial activities. 

57.  

 Smith’s acts constitute false designation of origin and false and misleading 

descriptions and representations in violation of 15 U.S.C. § 1125(a). 

58.  

 Smith’s acts were willfully intended to trade on the reputation and goodwill 

associated with Wal-Mart's trademarks. 

59.  

 Smith’s acts of unfair competition have caused damages to Wal-Mart in an 

amount to be determined at trial. 

60.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 
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COUNT III  

Federal Trademark Dilution, 
15 U.S.C. § 1125(c) 

61.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 60 of its Counterclaims. 

62.  

 Smith’s acts constitute commercial use that commenced after Wal-Mart's 

trademarks had already become famous. 

63.  

 Smith’s acts are diluting, by blurring and tarnishing, the distinctive quality 

of Wal-Mart's trademarks, in violation of 15 U.S.C. § 1125(c). 

64.  

 Smith’s acts were willfully intended to trade upon Wal-Mart's business 

reputation and to dilute Wal-Mart's famous and distinctive marks. 

65.  

 Smith’s dilutive use of Wal-Mart's famous trademarks is likely to come to 

the attention of the Wal-Mart's prospective purchasers, and Smith’s use is likely to 

undermine the positive associations evoked by Wal-Mart's famous marks. 
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66.  

 Smith’s acts of dilution have caused damages to Wal-Mart in an amount to 

be determined at trial. 

67.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 

COUNT IV  

Federal Anti-Cybersquatting Protection Act, 
15 U.S.C. § 1125(d) 

68.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 67 of its Counterclaims. 

69.  

 In bad faith or in a likelihood of bad faith, Smith intended to profit from 

Wal-Mart's trademarks. 

70.  

 Smith registered, trafficked in, or used a domain name, 

“www.walocaust.com,” that is confusingly similar to or dilutive of Wal-Mart's 

WAL-MART trademark. 
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71.  

 Smith’s acts of cybersquatting have caused damages to Wal-Mart in an 

amount to be determined at trial. 

72.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 

COUNT V 

Common Law Trademark Infringement  

73.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 72 of its Counterclaims. 

74.  

 Smith’s acts constitute use of a designation that is likely to cause confusion 

as to the source of his goods and services. 

75.  

 Smith’s acts constitute trademark infringement, in violation of the common 

law of the several states of the United States. 
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76.  

 Smith’s acts of unfair competition have caused damages to Wal-Mart in an 

amount to be determined at trial. 

77.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 

COUNT VI  

Common Law Unfair Competition 

78.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 77 of its Counterclaims. 

79.  

 Smith’s acts constitute use of a designation that is likely to cause confusion 

as to the source of his goods and services. 

80.  

 Smith’s acts constitute unfair competition, in violation of the common law 

of the several states of the United States. 
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81.  

 Smith’s acts of unfair competition have caused damages to Wal-Mart in an 

amount to be determined at trial. 

82.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 

COUNT VII  

Deceptive Trade Practices, 
O.C.G.A. § 10-1-370 et seq. 

83.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 82 of its Counterclaims. 

84.  

 The acts of Smith complained of herein constitute deceptive trade practices 

within the meaning of the Georgia Uniform Deceptive Trade Practices Act, 

O.C.G.A. § 10-1-370 et seq. and other applicable laws. 

85.  

 In the course of his business, Smith caused a likelihood of confusion or 

misunderstanding as to his affiliation, connection or association with or 
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certification by Wal-Mart, or represented that his goods or services had 

sponsorship, approval, characteristics, ingredients, uses or benefits that they did 

not have. 

86.  

 In the course of his business, Smith disparaged the goods, services or 

business of Wal-Mart by false or misleading representations of fact. 

87.  

 In the course of his business, Smith engaged in conduct which created a 

likelihood of confusion or misunderstanding. 

88.  

 Smith’s deceptive trade practices have caused damages to Wal-Mart in an 

amount to be determined at trial. 

89.  

 Unless permanently restrained by the Court pursuant to the provisions of 

O.C.G.A. § 10-1-373, and other applicable laws, Smith will continue said 

deceptive trade practices, thereby deceiving the public and causing Wal-Mart great 

and irreparable injury. 
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COUNT VIII  

Trademark Dilution and Injury to Business Reputation, 
O.C.G.A. §  10-1-451(b) 

90.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 89 of its Counterclaims. 

91.  

 The acts of Smith complained of herein are likely to injure Wal-Mart’s 

business reputation and dilute the distinctive quality of the WAL-MART marks in 

violation of O.C.G.A. § 10-1-451(b) and other applicable laws. 

92.  

 Smith’s acts create a likelihood of injury to Wal-Mart's business reputation. 

93.  

 Smith’s acts create a likelihood of injury to business reputation and dilution 

of the distinctive quality of Wal-Mart's trademark, trade name, label or form of 

advertisement. 

94.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 
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COUNT IX  

Unfair Competition,  
O.C.G.A. § 23-2-55 and Common Law 

95.  

 Wal-Mart realleges and reincorporates herein its Answer to the Complaint 

and paragraphs 1 to 94 of its Counterclaims. 

96.  

 The acts of Smith complained of herein constitute unfair competition against 

Wal-Mart under O.C.G.A. § 23-2-55 and other applicable common law. 

97.  

 Smith’s goods and merchandise incorporate marks and matter constituting 

unlicensed and unauthorized copies, replicas, simulations, and imitations of Wal-

Mart’s distrinctive trademarks. 

98.  

 Smith’s acts are an attempt to encroach upon Wal-Mart’s business by the use 

of similar trademarks, names, or devices, with the intention of deceiving and 

misleading the public. 
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99.  

 Smith’s acts have caused, and are causing, great and irreparable harm to 

Wal-Mart and, unless permanently restrained by the Court, such irreparable injury 

will continue. 

PRAYER FOR RELIEF  

WHEREFORE, having fully answered the Complaint and having set forth its 

Counterclaims, Wal-Mart prays for judgment as follows: 

1. That this Court fully and finally dismiss Smith’s Complaint for 

Declaratory Relief with prejudice; 

2. That Smith, and each of his officers, directors, agents, servants, 

employees and representatives, and those persons in active concert or participation 

with them or any of them, be permanently enjoined and restrained from: 

a. Using on or in connection with the registration, production, 

publication, display, distribution or in any manner dissemination of domain 

names for purposes of commercial use the designation "walocaust" or any 

colorable imitations thereof or of Wal-Mart's distinctive trademarks or any 

designations confusingly similar thereto; 

b. Representing by any means whatsoever, directly or indirectly, 

or doing any other acts calculated or likely to cause confusion, mistake or to 
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deceive consumers into believing that there is any affiliation or connection 

between Defendant's goods or services and Wal-Mart's goods or services, 

and from otherwise unfairly competing with Wal-Mart; 

c. Using any designation in connection with commercial activity 

in a manner so as to cause injury to business reputation and dilution of the 

distinctive quality of the famous WAL-MART marks; 

3. That Smith be required to transfer registration of the domain name 

“www.walocaust.com” to Wal-Mart; 

4. That Smith be directed to file with the Court and to serve upon Wal-

Mart within thirty days after service upon Defendant of this Court's injunction 

issued in this action, a written report by Defendant, signed under oath, setting forth 

in detail the manner in which Defendant has complied with the injunction; 

5. That Wal-Mart recover its damages sustained as a result of Smith’s 

trademark infringement, unfair competition and dilution, violation of state statutory 

laws, together with an accounting of Smith’s profits arising from such activities, 

and that the Court exercise its discretion and enter a judgment for such additional 

sums as the Court shall find to be just, according to the egregious nature of Smith’s 

acts; 
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6. That Wal-Mart recover treble damages under 15 U.S.C. § 1117 by 

reason of the willful and deliberate acts of federal trademark infringement and 

unfair competition by Smith; 

7. That Wal-Mart recover its reasonable attorneys' fees pursuant to 15 

U.S.C. § 1117; 

8. That Wal-Mart recover its taxable costs and disbursements herein; and 

9. That Wal-Mart have such other and further relief as the Court may 

deem just and proper. 

DEMAND FOR JURY TRIAL  

Wal-Mart respectfully demands a trial by jury pursuant to Rule 38 of the 

Federal Rules of Civil Procedure on any and all issues so triable. 

 Respectfully submitted this 28th day of March, 2006.   
 
DUANE MORRIS, LLP 
 
/s/ Louis Norwood Jameson 
Louis Norwood Jameson 
 (Ga. Bar No. 003970)  
Leah J. Poynter 
 (Ga. Bar No. 586605) 
1180 West Peachtree Street 
Suite 700 
Atlanta, GA  30309 
(404) 253-6900 (Phone) 
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(404) 253-6903 (Facsimile) 
 
Attorneys for Defendant-Counterclaim 
Plaintiff WAL-MART STORES, INC. 
 
 
Of counsel: 
 
Robert L. Raskopf (pro hac vice admission 
pending) 
 
QUINN EMANUEL URQUHART  
  OLIVER & HEDGES, LLP  
335 Madison Avenue, 17th Floor 
New York, NY 10017 
(212) 702-8100 
 
Attorneys for Defendant-Counterclaim 
Plaintiff WAL-MART STORES, INC. 
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INTRODUCTION  

As this Court indicated in an earlier ruling, the basic facts of this case are 

essentially undisputed.  When those undisputed facts are examined under 

trademark-law standards, it becomes readily apparent that Defendant-

Counterclaim-Plaintiff Wal-Mart Stores, Inc. (“Wal-Mart”) is entitled to summary 

judgment, for this is a classic case of trademark infringement.  The infringer 

created horrific logos that he admittedly intended consumers to associate with Wal-

Mart.  It should come as no surprise, least of all to the infringer, that these 

consumers, in exceedingly high numbers, do connect the logos with Wal-Mart.  

And when, therefore, the infringer applied the logos to various products and 

offered them for sale in an online-storefront-merchandising venture, the public 

naturally, and overwhelmingly, mistakenly believed that those products were 

authorized by Wal-Mart.  By this motion, Wal-Mart seeks to halt such illegal 

commercial activities. 

Wal-Mart is an internationally renowned retailer, with thousands of physical 

stores and an online store that has become an integral part of its business.  Wal-

Mart has invested substantial resources and years of effort in developing 

trademarks that have become synonymous with Wal-Mart’s brand.  The fame and 

prominence of Wal-Mart’s trademarks are unchallenged here, but bear brief 
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mention nonetheless — consumers across the nation are intimately familiar with 

the WAL-MART name in its signature blue block-letter print, both alone and in 

combination with Wal-Mart’s blue five-pointed star, and immediately associate 

those marks with the Wal-Mart stores.  Consumers also easily recognize and 

associate with Wal-Mart its slogan “Always Low Prices. Always.” and its famous 

yellow “smiley-face” image.  Just as Wal-Mart stores have become fixtures in 

American cities, so too have Wal-Mart’s trademarks become imprinted in the 

collective American consciousness, conjuring instant associations with the Wal-

Mart brand. 

Plaintiff-Counterclaim-Defendant Charles Smith (“Smith”), seeking to cash 

in on the widespread fame and prominence of Wal-Mart’s trademarks, devised a 

business idea to trade on the Wal-Mart brand equity.  He commenced selling T-

shirts, thong underwear, beer steins, and other products, displaying the 

designations WALkOCAUST and WAL-QAEDA.  The term WALkOCAUST 

merges the mark WALkMART with the word “Holocaust,” associating Wal-Mart 

with the most horrific human tragedy of the twentieth century that resulted in the 

genocide of millions of innocent people.  The WAL-QAEDA identifier combines 

the mark WAL-MART with the name of the notorious terrorist organization “Al-

Qaeda,” relating Wal-Mart to the perpetrators of the appalling attacks of 
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September 11, 2001.  Additionally, Smith’s designations slavishly imitate Wal-

Mart’s color choices, font choices, and layout and design choices, creating an 

overall impression that unmistakably evokes associations with Wal-Mart — 

exactly what Smith admitted he intended to accomplish. 

Smith’s WALkOCAUST and WAL-QAEDA-branded products include 

over forty different items with variations of the WALkOCAUST and WAL-

QAEDA designations, such as: 

• WALkOCAUST (in the same font and blue coloring as the WAL-

MART mark) emblazoned over a Nazi eagle grasping Wal-Mart’s 

famous yellow “smiley face”; 

 

• SUPPORT OUR TROOPS BOYCOTT WAL-QAEDA (in the same font 

and blue coloring as the WAL-MART mark); and  

 

• WAL-QAEDA above FREEDOM HATERS ALWAYS (with WAL-

QAEDA in the same font and blue coloring as the WAL-MART mark) 

and the terminal ALWAYS in the same red italicized lettering as Wal-

Mart’s registered trademark ALWAYS LOW PRICES. ALWAYS). 

 

Smith owns the domain names www.walocaust.com and 

www.walqaeda.com which are linked to CafePress.com, through which Smith sells 

all of his merchandise.   

The WALkOCAUST and WAL-QAEDA products are not merely likely to 

confuse the public, but actually cause consumers to mistakenly believe that Wal-

Mart has manufactured and authorized Smith’s merchandise.  The expert surveys 
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designed and conducted by Dr. Jacob Jacoby show overwhelming levels of 

confusion, as high as sixty-six percent (66%), together with dilution as high as 

eighteen percent (18%).  Moreover, Smith has admitted that he intended his 

WALkOCAUST and WAL-QAEDA brands to impugn Wal-Mart’s reputation.  

The record thus contains undisputed facts demonstrating confusion and 

tarnishment, and the Court should grant summary judgment on Wal-Mart’s claims. 

STATEMENT OF FACTS  

Wal-Mart and Its Strong and Famous Trademarks 

Wal-Mart is the world’s largest retail establishment, operating thousands of 

retail stores, as well as an online store.  Defendant-Counterclaim-Plaintiff Wal-

Mart’s Local Rule 56.1 Statement (“Wal-Mart 56.1 Stmt.”), ¶¶ 8-11, 18-19.
1
  For 

four-and-a-half decades, Wal-Mart has invested substantial time, energy, and 

resources in developing its various trademarks.  Id., ¶¶ 1-12, 17-20.  Wal-Mart 

owns federal registrations for the marks WALMART; WALºMART with a solid, 

five-pointed star (the “Wal-Mart Star”); WAL-MART; and ALWAYS LOW 

PRICES. ALWAYS.  Id., ¶¶ 3-4.  Additionally, Wal-Mart has used its famous, 

                                           
1
 The Declaration of Robert L. Raskopf, the Affidavit of Jacob Jacoby, and 

the Affidavit of Chadwick Shane Fox are being filed in Support of Defendant-

Counterclaim-Plaintiff Wal-Mart’s Motion for Summary Judgment and are 

referenced herein as “Raskopf Decl.,” “Jacoby Aff.,” and “Fox Aff.,” respectively. 
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yellow “smiley-face” design (the “Wal-Mart ‘smiley face’”) continuously and 

extensively in connection with its stores, products, and services, thereby amassing 

much secondary meaning and acquiring common-law trademark rights in the mark.  

Id., ¶¶ 7, 17-20.  These Wal-Mart trademarks (collectively, the “Wal-Mart Marks”) 

are exceedingly strong.  Id., ¶ 21.   

Smith’s Infringing WAL OCAUST Designations 

In 2005, Smith came up with a business plan to make money by selling 

various products featuring the made-up word WALOCAUST.  Id., at ¶ 39.  He 

acquired the domain name “www.walocaust.com” (the “Walocaust site”) in March 

2005.  Id., at ¶ 32.  In June 2005, Smith created an account and opened his own 

web shop on CafePress.com, an online store offering e-commerce services to 

create and sell a variety of products.  Id., ¶¶ 35-36, 44 (Smith characterizing the 

CafePress web pages as “webstores” or “stores”).  Smith branded his store with the 

name “Walocaust” (the “Walocaust webstore”) and created a direct link from the 

Walocaust site to the Walocaust webstore, so that, initially, visitors to the 

Walocaust site would automatically be redirected to (and, later, could directly link 

to) the retail site.  Id., ¶ 41.   

Smith selected his WALºOCAUST designation for the express purpose of 

identifying Wal-Mart, and no other entity, in the mind of potential consumers and 
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to associate Wal-Mart with the tragic genocide of the Nazi Holocaust.  Id., ¶¶ 23-

25, 31.  Many of Smith’s WALºOCAUST-branded products feature other 

protected identifiers of Wal-Mart as well, including the Wal-Mart Star positioned 

after the “Wal” component; the yellow Wal-Mart “smiley face” or a yellow 

frowning face; and the term “Always” (collectively, Smith’s “WALºOCAUST 

Designations”).  Id.    

Smith incorporated his WALºOCAUST Designations into various 

commercial designs, inter alia: (1) WALkOCAUST and a stylized bird 

reminiscent of a Nazi eagle, atop the yellow Wal-Mart “smiley face”; (2) “I ｀ 

Walkocaust: They have FAMILY VALUES and their ALCOHOL, TOBACCO, 

and FIREARMS are 20% OFF”; and (3) “WALkOCAUST: Come for the LOW 

prices stay for the KNIFE fights.”  Id., ¶¶ 26-28.  These designs mimic the Wal-

Mart Marks in utilizing identical fonts and colorization.  Id., ¶¶ 3-7, 26-28.  Smith 

offered for sale numerous items bearing these varied permutations of the 

WALkOCAUST Designations, including beer steins, thong underwear, boxer 

shorts, T-shirts, teddy bears, camisoles, hoodies, bibs, buttons, and stickers, among 

other items.  Id., ¶¶ 34-40, 45-51.   
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Smith’s Infringing WA L-QAEDA Designations 

On March 6, 2006, after instituting this lawsuit, Smith opened a second 

webstore on CafePress.com, under the brand WAL-QAEDA, his coined term 

combining the WAL-MART mark with the name of the notorious Al-Qaeda 

terrorist group responsible for the attacks of September 11, 2001, and other 

atrocities.  Id., ¶¶ 64-66, 70-77.  Smith also launched a new website under the 

domain name “www.walqaeda.com” (the “Walqaeda site”), which links to his 

CafePress.com Wal-Qaeda webstore (the “Walqaeda webstore”) and which Smith 

admits was formed to create a forum for selling products bearing his various WAL-

QAEDA designs.  Id., ¶¶ 64, 70-72, 75-82.   

Smith selected the WAL-QAEDA designation for the express purpose of 

identifying Wal-Mart, and no other entity, in the mind of potential consumers and 

to associate Wal-Mart with Al-Qaeda.  Id., ¶ 66.  Smith’s WAL-QAEDA designs 

incorporate portions of Wal-Mart’s trademarks, color, and font to create his 

intended mental association with Wal-Mart in the minds of Smith’s prospective 

customers.  Id., ¶¶ 67-69, 76.  Smith’s WAL-QAEDA-branded merchandise 

combines the term with other protected identifiers of Wal-Mart, such as: the Wal-

Mart Star after the “WAL” element, the yellow Wal-Mart “smiley face” and 

frowning face; and the term “ALWAYS”, all in fonts and colorization identical to 
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the Wal-Mart Marks (collectively, the “WAL-QAEDA Designations”).  Id.  

Certain WAL-QAEDA-branded products further mimic Wal-Mart’s branding in 

Smith’s phrase “WAL-QAEDA: FREEDOM HATERS ALWAYS,” intentionally 

parroting Wal-Mart’s trademark ALWAYS LOW PRICES. ALWAYS., in similar 

font, color, and layout.  Id. 

Smith’s Commercial Use 

Smith offered his WALkOCAUST and WAL-QAEDA products for sale 

through CafePress.com to make money.  Id., ¶¶ 37-40, 45-51, 77-78.  Smith 

continues to engage in commercial sales of merchandise featuring his WAL-

QAEDA designations.  Id., ¶¶ 80-81.  Smith has sold numerous products from his 

Walocaust and Walqaeda webstores on CafePress.com and has earned 

commissions on those sales.  Id., ¶¶ 52-53, 78-79.  Further, through links present 

on his Walocaust and Wal-Qaeda websites, Smith has solicited, and continues to 

solicit, money for the lawyers group representing him in this action.  Id., ¶¶ 62-63.   

Empirical Proof of Confusion and Dilution 

In order to obtain empirical evidence of confusion of Wal-Mart’s affiliation 

with Smith’s merchandise, Wal-Mart commissioned Dr. Jacob Jacoby, President of 

Jacob Jacoby Research, Inc., a firm specializing in social science surveys, to 

design and implement two consumer surveys (the “Jacoby Surveys”).  Id., ¶ 89.  



 

60426/2112657.5 9 

Dr. Jacoby, a full professor at New York University, is a leading expert in the field 

of trademark surveys, and has, inter alia: written or edited seven books and 

monographs and over 150 articles and book chapters; played a significant role in 

conducting more than 1,500 consumer marketing, communication and advertising 

studies; and served as a consultant to several governmental agencies, including the 

U.S. Senate, Department of Justice, Food and Drug Administration, and Federal 

Trade Commission.  Id., ¶ 90.  The surveys were designed and conducted in 

accordance with the high standards of the Federal Judicial Center’s Manual for 

Complex Litigation § 21.493 (3d ed. 1995) and with the additional guidance 

provided in the “Reference Guide on Survey Research,” part of the Federal Judicial 

Center’s  Reference Manual on Scientific Research (1st ed. 1994).  Id., ¶ 91. 

The Jacoby Surveys tested certain of Smith’s products among a subset of the 

general population (those age thirteen and older who have purchased or plan to 

purchase T-shirts, mugs, or stickers over the Internet) in various shopping mall 

locations nationwide.  Id., ¶ 92.  One study focused on point-of-sale confusion and 

dilution, testing respondents’ perceptions of two of Smith’s products as depicted 

and offered for sale on his websites (“Point-of-Sale Study”).  Id., ¶ 93.  His other 

survey focused on post-sale confusion and dilution, testing respondents’ 

impressions of two of the physical products themselves (“Post-Sale Study”).  Id., ¶ 
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94.  The Jacoby Surveys ascertained, inter alia: (1) high levels of consumer 

confusion as to Wal-Mart’s manufacture of, or connection with, Smith’s products; 

and (2) actionable levels of dilution of the famous WAL-MART name.  Id. at ¶¶ 

83-87. 

 The consumer-survey data reveal, inter alia, substantial levels of confusion 

and dilution.  Id. at ¶¶ 83-87.  With regard to confusion, in the Point-of-Sale Study, 

approximately forty-nine percent (49%) confusion arose from Smith’s 

WALkOCAUST T-shirts; and thirty-four percent (34%) confusion from Smith’s 

tested WAL-QAEDA T-shirts.  Id., ¶¶ 83-85.  In the Post-Sale Study, 

approximately sixty-six percent (66%) confusion arose from Smith’s 

WALkOCAUST T-shirts and thirty percent (30%) confusion from Smith’s tested 

WAL-QAEDA T-shirts.  Id., ¶¶ 83-85.  With regard to dilution, in the Point-of-

Sale Study, approximately nine percent (9%) dilution arose from Smith’s 

WALkOCAUST shirts and fourteen percent (14%) dilution from Smith’s tested 

WAL-QAEDA shirts.  Id., ¶¶ 86-87.  In the Post-Sale Study, approximately 

eighteen percent (18%) dilution arose from Smith’s WALkOCAUST T-shirts and 

sixteen percent (16%) dilution from Smith’s tested WAL-QAEDA T-shirts.  Id., at 

¶¶ 86-87.  The results of both studies are summarized in the chart below: 
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  Confusion Dilution by 

Tarnishment

WALkOCAUST 49 % 9 % Point-of-Sale 
(Internet) WAL-QAEDA 34 % 14 % 

WALkOCAUST 66 % 18 % Post-Sale 
(T-Shirts) WAL-QAEDA 30 % 16% 

 

 Dr. Jacoby expressed the opinion, based on his experience, with a reasonable 

degree of scientific certainty, that there is likely to be: (i) substantial levels of 

confusion among the purchasing public or potential purchasers that Wal-Mart 

manufactured, authorized, or sponsored Smith’s products; and (ii) dilution of the 

WAL-MART name as a result of Smith’s products.  Id., ¶¶ 83-87. 

ARGUMENT  

Summary judgment may be granted when there is “no genuine issue as to 

any material fact and . . . the moving party is entitled to a judgment as a matter of 

law.”  Fed. R. Civ. P. 56(c); Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 

(1986); see also Morrison v. Washington County, 700 F.2d 678, 682 (11th Cir. 

1983).  “[A]t the summary judgment stage the judge’s function is not himself to 

weigh the evidence and determine the truth of the matter but to determine whether 

there is a genuine issue for trial.”  Anderson, 477 U.S. at 249.  Consistent with 

Anderson, courts in this Circuit grant summary judgment in trademark actions 
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when there is no issue of material fact.  See, e.g., Planetary Motion, Inc. v. 

Techsplosion, Inc., 261 F.3d 1188 (11th Cir. 2001) (affirming summary judgment 

for plaintiff in trademark-infringement case); Alliance Metals, Inc., of Atlanta v. 

Hinely Indus., Inc., 222 F.3d 895, 907 (11th Cir. 2000) (affirming summary 

judgment for plaintiff based on compelling evidence of likelihood of confusion); 

Blue Bell, Inc. v. Ruesman, 335 F. Supp. 236, 241 (N.D. Ga. 1971); Carling 

Brewing Co. v. Philip Morris Inc., 297 F. Supp. 1330, 1339 (N.D. Ga. 1968). 

I. SMITH’S MISUSE OF THE WA L-MART MARKS CONSTITUTES 
TRADEMARK INFRINGEMENT  

Smith’s commercial use of his WALkOCAUST and WAL-QAEDA 

Designations violates the Lanham Act’s strictures against use in commerce that is 

likely to cause consumer confusion with respect to another’s valid trademark.  15 

U.S.C. §§1114(1), 1125(a).  When, as here, a party has a valid trademark and “the 

defendant’s use of the contested mark is likely to cause confusion,” a finding of 

infringement is appropriate.  Dieter v. B & H Indus. of Sw. Fla., Inc., 880 F.2d 

322, 326 (11th Cir. 1989); see also Two Pesos, Inc. v. Taco Cabana Inc., 505 U.S. 

763, 780 (1992).  The material facts are undisputed and plainly prove the validity 

of the Wal-Mart Marks and the likely confusion arising from Smith’s use of his 

WALkOCAUST and WAL-QAEDA Designations, thus establishing infringement  

as a matter of law. 
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A. The Wal-Mart Marks Are Valid and Protectable 

The Wal-Mart Marks are valid, protectable, distinctive, and strong as a 

matter of law, because Smith has already admitted this point through sworn 

testimony and admissions, Wal-Mart 56.1 Stmt., ¶ 21, and this Court has already 

so ruled.  Id. (Feb. 21, 2007 Order, at 7-8) (finding that “Smith has conceded that 

Wal-Mart’s trademarks in their entirety are strong and distinctive” because he 

“used these marks for the purpose of evoking Wal-Mart, and no other entity, in the 

minds of consumers”).  There remains no issue of material fact as to the validity 

and strength of the Wal-Mart Marks.
2
   

                                           
2
 Further, the three registered WAL-MART marks are also incontestable and 

thus conclusively valid.  15 U.S.C. §§ 1065, 1115(b); see Wilhelm Pudenz, GmbH 

v. Littlefuse, Inc., 177 F.3d 1204, 1208 (11th Cir. 1999).  Wal-Mart’s trademark 

registrations constitute prima facie evidence of the validity of the marks and of 

Wal-Mart’s rights therein.  See Am. Heritage Life Ins. Co. v. Heritage Life Ins. 

Co., 494 F.2d 3, 10 (5th Cir. 1974); Scientific Applications, Inc. v. Energy 

Conservation Corp. of Am., 436 F. Supp. 354, 360 (N.D. Ga. 1977).  Notably, 

Smith has not challenged Wal-Mart’s registrations, inaction which constitutes an 

independent ground for prevailing as to these marks’ validity and protectability.  

See Fed. R. Civ. P. 8(c)-(d) (affirmative defenses not pleaded in answer are 

waived). 
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B. Smith’s WAL OCAUST and WAL-QAEDA Designations Are 
Likely to Cause Confusion 

The Lanham Act prohibits Smith’s commercial use of his infringing 

WALkOCAUST and WAL-QAEDA Designations.
3
  A defendant is liable for 

trademark infringement when the defendant’s use of a term is so similar to a 

protectable mark as to be likely to confuse consumers.  See Two Pesos, 505 U.S. at 

780; AmBrit, Inc. v. Kraft, Inc., 812 F.2d 1531, 1538 (11th Cir. 1986).  Smith’s 

WALkOCAUST and WAL-QAEDA Designations are not only likely to cause 

consumer confusion, but actually do so.  Empirical evidence from the Jacoby 

Surveys overwhelmingly demonstrates such confusion at a mean level of forty-five 

percent (45%).
4
  Wal-Mart 56.1 Stmt., ¶¶ 83-85.  This scientific data plainly shows 

that consumers mistakenly think that Wal-Mart is in some way behind the 

WALkOCAUST and WAL-QAEDA-branded products.   

                                           
3
 As Smith uses his WALkOCAUST and WAL-QAEDA Designations for 

commercial merchandise, not soap-box vehicle commentary, his usage falls 

squarely within the purview of the Lanham Act.  See Planetary Motion, Inc, 261 

F.3d at 1194. 

4
 Such high percentages of consumer confusion trump any claimed element of 

protected parodic commentary in the WALkOCAUST and WAL-QAEDA brands.  

See Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 463 (7th Cir. 2000) 

(“[E]ven if a junior mark meets the definition of a parody, it still runs afoul of the 

trademark laws if it is likely to confuse consumers.”). 
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Likelihood of confusion is determined by evaluating and balancing seven 

factors: (1) strength of the plaintiff’s mark; (2) similarity of the marks at issue; 

(3) similarity of the products the marks represent; (4) similarity of sales methods; 

(5) similarity of advertising methods; (6) defendant’s intent; and (7) actual 

confusion.
5
  See, e.g., Alliance Metals, Inc., 222 F.3d at 907.  An examination of 

Smith’s designations under each of those factors leaves no material issue of fact as 

to Smith’s infringement of the Wal-Mart Marks. 

1. Consumers Are Actually Confused by Smith’s Designations 

The empirical evidence resoundingly demonstrates that Smith’s designations 

cause confusion among consumers.  “[T]he most persuasive evidence in assessing 

the likelihood of confusion is proof of actual confusion.”  Alliance Metals, 222 

                                           
5
 There is no meaningful distinction between the test for likelihood of 

confusion under 15 U.S.C. § 1125 for registered marks and that under 15 U.S.C. 

§ 1114 for unregistered marks.  Jellibeans, Inc. v. Skating Clubs of Ga., Inc., 

716 F.2d 833, 839 n.15 (11th Cir. 1983).  Therefore, the federal and common-law 

trademark-infringement claims are proven by the same arguments infra.  Further, 

state-law claims of unfair competition and deceptive trade practices are in practice 

governed by the outcome of the Lanham Act’s likelihood-of-confusion test.  See, 

e.g., Univ. of Ga. Athletic Ass’n v. Laite, 756 F.2d 1535, 1539 n.11 (11th Cir. 

1985) (“[W]hatever conclusion we reach on the Lanham Act claim likely would 

apply to most of the state law claims as well.”); Jellibeans, Inc., 716 F.2d at 839 & 

n.14 (“[T]he Georgia deceptive trade practices and unfair competition counts 

involved the same dispositive question as the federal Lanham Act count.”). 
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F.3d at 907.
6
  Given that “actual confusion . . . is the best evidence of likelihood of 

confusion,” Roto-Rooter Corp. v. O’Neal, 513 F.2d 44, 45-46 (5th Cir. 1975), and 

given Wal-Mart’s overwhelming survey evidence of actual confusion, this factor is 

the most significant to the confusion analysis. 

Survey evidence is widely and routinely accepted as probative of actual 

confusion.  See, e.g., AmBrit, Inc., 812 F.2d at 1544; Exxon Corp. v. Texas Motor 

Exch. of Houston, Inc., 628 F.2d 500, 506 (5th Cir. 1980); Thane Int’l, Inc. v. Trek 

Bicycle Corp., 305 F.3d 894, 902 (9th Cir. 2002); SunAmerica Corp. v. Sun Life 

Assur. Co. of Can., 890 F. Supp. 1559, 1576 (N.D. Ga. 1994).  In this case, there is 

no issue of material fact as to actual confusion.  The results of the Jacoby Surveys 

convincingly establish actual confusion in showing that:  

(1)  On average, forty-one percent (41%) of all respondents seeing 

Smith’s T-shirts online believed either that Wal-Mart itself produced 

Smith’s products or that to manufacture and sell the tested products, 

Smith needed Wal-Mart’s permission or approval; and  

 

 
                                           
6
 See also Cumulus Media, Inc. v. Clear Channel Commc’ns, Inc., 304 F.3d 

1167, 1172 n.5 (11th Cir. 2002); Frehling Enters., Inc. v. Int’l Select Group, Inc., 

192 F.3d 1330, 1340 (11th Cir. 1999); AmBrit, 812 F.2d at 1543; E. Remy Martin 

& Co., S.A. v. Shaw-Ross Int’l Imps., Inc., 756 F.2d 1525, 1529-30 (11th Cir. 

1985); Conagra, Inc. v. Singleton, 743 F.2d 1508, 1514 (11th Cir. 1984); John H. 

Harland Co. v. Clarke Checks, Inc., 711 F.2d 966, 978 (11th Cir. 1983); World 

Carpets, Inc. v. Dick Littrell’s New World Carpets, 438 F.2d 482, 489 (5th Cir. 

1971). 
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(2)  On average, forty-eight percent (48%) of all respondents seeing 

Smith’s actual T-shirts believed either that Wal-Mart itself produced 

Smith’s products or that to manufacture and sell the tested products, 

Smith needed Wal-Mart’s permission or approval.   

Wal-Mart 56.1 Stmt., ¶¶ 83-85 (Dr. Jacob Jacoby’s Expert Report (“Jacoby 

Report”)).   

Other courts in this district have found survey results in a range similar to 

those here to constitute a “remarkable amount of actual confusion.”  SunAmerica 

Corp., 890 F. Supp. at 1576 (35-59% confusion); cf. Wal-Mart 56.1 Stmt., ¶¶ 83-

85 (30-66% confusion findings by Dr. Jacoby).  Given that survey results in other 

cases showing confusion as low as fifteen percent (15%) have been held to 

“constitute[] strong evidence” of confusion, the extremely high percentages of 

confusion established by the Jacoby surveys are entitled to great weight.  Exxon 

Corp., 628 F.2d at 507 (showing of 15% confusion entitled to great weight as 

indicating likely confusion); see also Schmidt v. Honeysweet Hams, Inc., 656 F. 

Supp. 92, 96 (N.D. Ga. 1986) (29%); cf. Mut. of Omaha Ins. Co. v. Novak, 836 

F.2d 397, 400 (8th Cir. 1987) (10%); RJR Foods, Inc. v. White Rock Corp., 603 

F.2d 1058, 1061 (2nd Cir. 1979) (15-20%); James Burrough Ltd. v. Sign of 

Beefeater, Inc., 540 F.2d 266, 278-79 (7th Cir. 1976) (15%); Teaching Co. Ltd. 

P’ship v. Unapix Entm’t, Inc., 87 F. Supp. 2d 567, 584 (E.D. Va. 2000) (16%); 

Grotrian, Helfferich, Schulz, Th. Steinweg Nachf v. Steinway & Sons, 365 F. 
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Supp. 707, 716 (S.D.N.Y. 1973), aff’d 523 F.2d 1331 (2d Cir. 1975) (that 7.7% of 

respondents presumed a business connection between plaintiff and defendant and 

8.5% were confused “clearly demonstrated” confusion and public “deception”). 

The Jacoby Surveys are methodologically sound and meet industry 

standards.  The results of these surveys, which reveal consumer confusion as high 

as sixty-six percent (66%), Wal-Mart 56.1 Stmt., ¶¶ 83-85, cause this factor to 

weigh heavily in favor of Wal-Mart.  Indeed, this evidence of actual confusion is 

so powerful that the weight afforded the remaining factors is minimal.  The Court 

simply cannot ignore the results of a valid survey that shows such extreme levels 

of consumer confusion. 

Even if there were no survey evidence presented at all, rather than the blue-

chip study submitted by Dr. Jacoby, it will be demonstrated below that the 

remaining confusion factors point overwhelmingly to a likelihood of confusion and 

summary judgment should be granted.  See E. Remy Martin & Co., S.A. v. Shaw-

Ross Int’l Imps., Inc., 756 F.2d 1525, 1529-30 (11th Cir. 1985) (evidence of actual 

confusion is not required for finding a likelihood of confusion); see also 4 J. 

Thomas McCarthy, McCarthy on Trademarks and Unfair Competition § 23:12 (4th 

ed. 2006) (“When the junior user’s product or service is new on the market, there 
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has been little opportunity for actual confusion and the absence of any such 

evidence is to be expected.”).  

2. The Wal-Mart Marks Are Strong  

There is no genuine issue of material fact regarding the strength of the Wal-

Mart Marks, because this Court has already determined that “Smith has conceded 

that Wal-Mart’s trademarks are strong.”  Wal-Mart 56.1 Stmt., ¶ 21 (Feb. 21 

Order, at 7-8).  “The stronger the mark, the greater the scope of protection 

accorded it.”  Frehling Enters., 192 F.3d at 1335.  This factor thus favors Wal-Mart 

and influences the entirety of the likelihood-of-confusion analysis.   

3. Smith’s WAL OCAUST and WAL-QAEDA Designations 
are Similar to the Wal-Mart Marks  

Smith’s WALkOCAUST and WAL-QAEDA Designations are highly 

similar to the Wal-Mart Marks.  To determine the similarity of marks, courts will 

consider “the overall impression created by the marks, including a comparison of 

the appearance, sound and meaning of the marks, as well as the manner in which 

they are displayed.”  E. Remy Martin & Co., 756 F.2d at 1531; see Frehling 

Enters., 192 F.3d at 1337.  Further, “similarities are weighed more heavily than 

differences.”  Official Airline Guides, Inc. v. Goss, 6 F.3d 1385, 1392 (9th Cir. 

1993).  Significantly, when a junior user purposefully seeks to create similarities 

with a senior mark, a court will presume that the junior user has succeeded.  See 
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Centaur Commc’ns, Ltd. v. A/S/M Commc’ns, Inc., 830 F.2d 1217, 1228 (2d Cir. 

1987) (“[I]ntentional copying raises a presumption that a second comer intended to 

create a confusing similarity of appearance and succeeded.”) (internal quotation 

marks omitted); Original Appalachian Artworks, Inc. v. Topps Chewing Gum, 

Inc., 642 F. Supp. 1031, 1038 (N.D. Ga. 1986) (same). 

There is no genuine issue of material fact that the designations featured on 

Smith’s merchandise are highly similar to the Wal-Mart Marks.  Smith already has 

admitted that he intended his WALkOCAUST and WAL-QAEDA Designations 

to be similar to the Wal-Mart Marks, and thus to identify Wal-Mart, and no other 

entity, in the minds of consumers.  Wal-Mart 56.1 Stmt., ¶¶ 23-25, 30-31, 65-66.  

Such calculatedly imitative branding, intentionally referencing the Wal-Mart 

Marks, creates a presumption of similarity.  See Centaur Commc’ns, 830 F.2d at 

1228; Original Appalachian Artworks, 642 F. Supp. at 1038. 

Moreover, even a brief glance at the WALkOCAUST and WAL-QAEDA 

Designations creates an overwhelming impression of similarity.  For example, in 

addition to beginning with the letters “W-A-L,” Smith’s WALkOCAUST and 

WAL-QAEDA Designations frequently include the Wal-Mart Star immediately 

following the “Wal” element (i.e., “WALº“), and feature the same color and font 

as the WAL-MART trademarks, as well as the yellow Wal-Mart “smiley face,” or 
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a frowning variation thereof.  Wal-Mart 56.1 Stmt., ¶¶ 5-7, 26-31, 67-69, 76.  

Smith also mimics the content, syntax,
7
 and rhythmic meter of Wal-Mart’s 

“ALWAYS LOW PRICES. ALWAYS.” with his “FREEDOM HATERS 

ALWAYS.”, in the same color and font.  Id., ¶¶ 4-6, 67-68.  Indeed, most 

demonstrative of Smith’s slavish copying of the Wal-Mart Marks is the diagonal 

orientation of the red, italicized word “ALWAYS.”, which unabashedly duplicates 

Wal-Mart’s mark.  Id., ¶¶ 4-6, 67-68.  As these examples show, there is no genuine 

issue of material fact that Smith’s WALkOCAUST and WAL-QAEDA 

Designations are, by design, similar to the Wal-Mart Marks. 

Moreover, the manner and context in which Smith’s products are displayed 

serves to highlight these similarities.  Smith’s products are typically presented 

together in a single gallery on his webstores.  Id., ¶¶ 35, 37.  As a result, visitors to 

Smith’s webstore see a page replete with products displaying elements of the Wal-

Mart Marks in a variety of combinations, so that their eyes are drawn more readily 

to the familiar elements of the designs.  See id.  The Wal-Mart Marks and Smith’s 

                                           
7
 The word “Always” appearing at the end of an incomplete clause is 

syntactically the same. 
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WALkOCAUST and WAL-QAEDA Designations are thus strikingly similar to 

consumers.
8
 

4. Smith’s Designations Are Featured on Products Identical to 
Products Sold by Wal-Mart 

Both Wal-Mart and Smith sell identical products, magnifying the likelihood 

of confusion.  Exxon Corp., 628 F.2d at 505 (“The greater the similarity between 

the products and services, the greater the likelihood of confusion.”).  Smith sells 

items such as T-shirts, beer steins, boxer shorts, jumpers, hoodies, camisoles, teddy 

bears, and bibs, Wal-Mart’s 56.1 Stmt., ¶¶ 45-51, 70, 75, 77, 81 — all items also 

sold by Wal-Mart, id., ¶ 10; see also Frehling Enters., 192 F.3d at 1338 (inquiry 

focuses on kinds of products sold).  This factor thus strongly favors Wal-Mart. 

5. Smith’s Sales Methods Are Similar to Those of Wal-Mart 

The sales methods employed by Wal-Mart and Smith are substantially 

similar.  When “some degree of overlap” exists between “[t]he parties’ outlets and 

customer bases,” this factor weighs in favor of finding likely confusion.  Frehling 

                                           
8
 Even a lesser showing of similarity would suffice to establish that this factor 

weighs in Wal-Mart’s favor, because “where, as in the instant case, the products to 

which the marks in question are applied are virtually identical, the similarity in the 

marks necessary to support a finding of infringement is less than in the case of 

dissimilar, noncompeting products.”  Stembridge Prods., Inc. v. Gay, 335 F. Supp. 

863, 867 (M.D. Ga. 1971). 
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Enters., 192 F.3d at 1339; see Jellibeans, Inc., 716 F.2d at 840.  Both Smith and 

Wal-Mart sell their products online.  Wal-Mart’s 56.1 Stmt., ¶¶ 8, 33-35, 70-72.  

Moreover, both have highly similar customers, as Smith and Wal-Mart offer 

identical products for sale — anyone who purchases mugs, underwear, and/or T-

shirts (among other items) is, by definition, common to both parties.  Wal-Mart 

56.1 Stmt., ¶¶ 45-51, 70, 75, 77, 81.  This factor therefore weighs in Wal-Mart’s 

favor. 

6. Advertising Methods Are Not Relevant to the Analysis in 
This Case, But Can Be Expected to Perpetuate the Existing 
Confusion 

As Smith does not promote his products apart from his webstores, the 

parties’ methods of advertising is a neutral factor under these circumstances, 

providing minimal insight into the likelihood-of-confusion analysis.  Generally, 

“[t]he greater the similarity in [advertising] campaigns, the greater the likelihood 

of confusion.”  John H. Harland, 711 F.2d at 976.  Smith has not engaged in any 

meaningful advertising of his websites or products, providing nothing for the Court 

(or consumers) to compare.  Were such advertising to commence, it would 

predictably, and necessarily, feature Smith’s infringing designations.  At present, 

this factor need not be afforded any weight to either party, but can be expected to 

favor Wal-Mart. 
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7. Smith Exhibited Bad Faith in His Use of the Wal-Mart 
Marks 

Smith demonstrated bad faith when he intentionally copied elements of the 

Wal-Mart Marks for commercial use.  In cases of “intentional copying the second 

comer will be presumed to have intended to create a confusing similarity of 

appearance and will be presumed to have succeeded.”  Perfect Fit Indus., Inc. v. 

Acme Quilting Co., Inc., 618 F.2d 950, 954 (2d Cir. 1980); Original Appalachian 

Artworks, 642 F. Supp. at 1038 (quoting Perfect Fit).  Smith has admitted in his 

sworn testimony and discovery responses that he intended to copy the Wal-Mart 

Marks so as to identify Wal-Mart in the minds of consumers.  Wal-Mart 56.1 

Stmt., ¶¶ 24-25, 31, 66.  Smith’s wrongful intent creates an “inference that there is 

confusing similarity,” Original Appalachian Artworks, 642 F. Supp. at 1038, and 

this factor therefore strongly favors Wal-Mart. 

8. Balancing the Seven Factors 

Balancing the above likelihood-of-confusion factors confirms that there is no 

genuine issue of material fact as to the likely — and indeed, actual — confusion 

between the WALkOCAUST and WAL-QAEDA Designations and the Wal-Mart 

Marks.  “[A] court must evaluate the weight to be accorded the individual factors 

and then make its ultimate decision.  The appropriate weight to be given to each of 

these factors varies with the circumstances of the case.”  AmBrit, 812 F.2d at 1538; 
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see Armco, Inc. v. Armco Burglar Alarm Co., Inc., 693 F.2d 1155, 1159 (5th Cir. 

1982).  

Here, the evidence of actual confusion is the most significant factor, with up 

to sixty-six percent (66%) of respondents exhibiting confusion as to the source or 

sponsorship of Smith’s products.  Wal-Mart 56.1 Stmt., ¶¶ 83-85.  The actual-

confusion factor alone constitutes sufficient ground for finding confusion as a 

matter of law.  Even if the survey evidence was not considered for purposes of this 

motion, the remaining factors favor Wal-Mart decisively: the extreme similarity of 

the marks; the identical nature of the products involved; the sales through 

overlapping channels to the same customers; the strength of the Wal-Mart Marks; 

and Smith’s bad faith intent to copy the Wal-Mart Marks. 

II.  SMITH’S DESIGNATIONS DILUTE  THE WAL-MART MARKS BY 
TARNISHMENT  

Smith’s WALkOCAUST and WAL-QAEDA Designations that associate 

Wal-Mart with the perpetrators of such atrocities as the Holocaust and the attacks 

of September 11, 2001, unquestionably tarnish the Wal-Mart Marks.  The recently-

enacted Trademark Dilution Revision Act (the “TDRA”) expressly creates a cause 

of action against any mark that “is likely to cause dilution . . . by tarnishment.”  15 

U.S.C. § 1125(c)(1).  When a junior user creates an “association arising from the 

similarity between a mark or trade name and a famous mark that harms the 
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reputation of the famous mark,” the junior user is liable for dilution by 

tarnishment.  Id. § 1125(c)(2)(C).  Simply put, when a “plaintiff’s trademark is . . . 

portrayed in an unwholesome or unsavory context likely to evoke unflattering 

thoughts about the owner’s product,” the TDRA provides a remedy.  Deere & Co. 

v. MTD Prods., Inc., 41 F.3d 39, 43 (2d Cir. 1994); see Hormel Foods Corp. v. Jim 

Henson Prods., Inc., 73 F.3d 497, 507 (2d Cir. 1996) (“The sine qua non of 

tarnishment is a finding that plaintiff’s mark will suffer negative associations 

through defendant’s use.”). 

There is no issue of material fact that the Wal-Mart Marks have been 

tarnished by Smith’s WALkOCAUST and WAL-QAEDA Designations, because: 

(1) the Wal-Mart Marks are famous; (2) Smith is making commercial use of 

WALkOCAUST and WAL-QAEDA Designations in commerce; (3) Smith began 

using his designations after the Wal-Mart Marks had become famous, and (4) 

Smith’s use presents a likelihood of dilution by tarnishment.  Levi Strauss & Co. v. 

Fox Hollow Apparel Group, LLC, No. C-06-3765 SC, 2007 WL 1140648, at *3 

(N.D. Cal. Apr. 17, 2007); see also Nike Inc. v. Variety Wholesalers, Inc., 274 F. 

Supp. 2d 1352, 1372 (N.D. Ga. 2003) (same elements under earlier Federal 

Trademark Dilution Act).  Wal-Mart is therefore entitled to summary judgment on 

the basis that Smith has diluted the Wal-Mart Marks by tarnishment. 
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A. The Wal-Mart Marks Are Famous and Distinctive, and Smith’s 
Use Began After the Marks Achieved Their Fame and 
Distinctiveness 

There is no genuine issue of material fact as to the first and third factors for 

finding tarnishment.  As discussed supra, Smith has already explicitly admitted that 

the Wal-Mart Marks are famous and distinctive.  Wal-Mart 56.1 Stmt., ¶ 21.  

Further, there is no dispute that the Wal-Mart Marks achieved their fame well 

before — in fact, decades prior to when — Smith’s use of his WALkOCAUST 

and WAL-QAEDA Designations began, as it was precisely the fame of those 

marks that Smith sought to exploit.  Id., ¶¶ 12, 15-17, 23-25, 31, 66.  By 

intentionally using designations that consumers would instantly and naturally 

associate with Wal-Mart, Smith has admitted that the Wal-Mart Marks were 

famous when he selected his identifiers. 

B. Smith Is Making Commercial Use in Commerce 

Smith’s use of his WALkOCAUST and WAL-QAEDA Designations on 

products he has offered for sale and sold satisfies the Lanham Act’s dilution 

requirement that the defendant engage in “commercial use in commerce.”  See 

Bosley Med. Inst., Inc. v. Kremer, 403 F.3d 672, 676 (9th Cir. 2005) (“commercial 

use in commerce” is “roughly analogous to the ‘in connection with’ sale of goods 

and services requirements of the infringement statute”); Wal-Mart’s 56.1 Stmt., ¶¶ 
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45-51, 70, 75, 77, 81.  Given the undisputed fact that Smith sold goods, there is no 

genuine issue of material fact that his use of the WALkOCAUST and WAL-

QAEDA Designations falls within the reach of the Lanham Act’s dilution 

provision. 

C. Smith’s Misuse of the Wal-Mart Marks Is Likely to Cause 
Dilution by Tarnishment  

There is no genuine issue of material fact that Smith’s commercial use of 

terms that connect Wal-Mart to the atrocious acts perpetrated by the Nazis and Al-

Qaeda creates such negative associations as to harm Wal-Mart’s reputation and the 

Wal-Mart Marks by tarnishment.  The TDRA creates a remedy for acts of likely 

dilution by tarnishment when a plaintiff shows that positive public associations 

with its marks have been sullied.  15 U.S.C. § 1125(c).  The undisputed facts, 

including empirical survey data, show that Smith’s use of the WALkOCAUST 

and WAL-QAEDA Designations is likely to create an “association arising from the 

similarity” between the marks “that harms the reputation” of the Wal-Mart Marks, 

constituting actionable dilution by tarnishment.  15 U.S.C. § 1125(c)(2)(C). 

1. Smith Used the Similarity of His Designations to the Wal-
Mart Marks to Create Unfavorable Associations 

It is self-evident that Smith’s WALkOCAUST and WAL-QAEDA 

Designations create unsavory associations with the Wal-Mart Marks through 
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Smith’s intentional invocation of modern history’s most reviled pariahs — the 

Nazis and Al-Qaeda — in connection with Wal-Mart.  As Smith has admitted 

repeatedly, his foremost intention when he created his WALkOCAUST and 

WAL-QAEDA Designations and placed them on merchandise was to compel 

viewers to associate his marks with Wal-Mart and no other entity.  Wal-Mart 56.1 

Stmt., ¶¶ 23-25, 30-31, 65-66. 

There can be no dispute that Smith’s designations portray Wal-Mart “in an 

unwholesome or unsavory context likely to evoke unflattering thoughts about the 

owner’s product.”
9
  Deere & Co., 41 F.3d at 43.  For example, Smith’s 

WALkOCAUST Designations plainly and intentionally create a link between 

Wal-Mart, an organization that strongly promotes family values, and the 

Holocaust, the greatest horror of the twentieth century, resulting in the torture and 

death of millions of people.  Wal-Mart 56.1 Stmt., ¶¶ 24-25, 31.  It is similarly 

undisputed that Smith’s WAL-QAEDA Designations draw a connection between 

Wal-Mart and Al-Qaeda, the notorious terrorist organization that perpetrated the 

gruesome attacks of September 11, 2001, and other atrocities.  Id., at ¶ 66.  Such 

                                           
9
 The same activities prove Wal-Mart’s O.C.G.A. § 10-1-451(b) claim of 

injury to business reputation.  See Scientific-Atlanta, Inc. v. Fenley, No. Civ. 

1:95CV1584-JEC, 1997 WL 33543688, at *9 (N.D. Ga. Jan. 14, 1997). 
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unwholesome linkage forms the very essence of tarnishment.  See Scientific-

Atlanta, Inc. v. Fenley, No. Civ. 1:95CV1584-JEC, 1997 WL 33543688, at *9 

(N.D. Ga. Jan. 14, 1997).  

Courts in this district have consistently recognized that a defendant’s 

commercial use that associates a senior mark with offensive, unwholesome, and 

insulting imagery constitutes dilution by tarnishment as a matter of law.  See, e.g., 

Chem. Corp. of Am. v. Anheuser-Busch, Inc., 306 F.2d 433, 437 (5th Cir. 1962) 

(enjoining defendant’s “peculiarly unwholesome association” of bugs with 

plaintiff’s mark on food products); Original Appalachian Artworks, Inc., 642 F. 

Supp. at 1040 (finding GARBAGE PAIL KIDS to tarnish “the wholesome image 

[CABBAGE PATCH KIDS] attempts to present for its products”); Pillsbury Co. v. 

Milky Way Prods., Inc., Civil No. C78-679A, 1981 WL 1402, at *14 (N.D. Ga. 

Dec. 24, 1981) (holding defendant tarnished senior mark POPPIN’ FRESH by 

portraying character in sexual positions); see also Coca-Cola Co. v. Gemini Rising, 

Inc., 346 F. Supp. 1183, 1189 (E.D.N.Y. 1972) (COCA-COLA mark tarnished by 

ENJOY COCAINE poster).  Smith’s designations associating Wal-Mart with 

genocidal atrocities and terrorist attacks far surpass these enjoined uses in negative 

connotations.  Thus, there is no genuine issue of fact that Smith’s commercial use 
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of the WALkOCAUST and WAL-QAEDA Designations is harmful to and 

dilutive of Wal-Mart’s famous marks. 

2. Dr. Jacoby’s Survey Evidence Is Probative Evidence of 
Actual Dilution  

Just as in the infringement context, evidence of actual dilution is extremely 

probative of, though not required for proving, a likelihood of dilution.  The results 

of the surveys conducted by Dr. Jacoby convincingly demonstrate, in addition to 

actionable confusion, likely dilution by tarnishment in showing that: 

(1)  On average, twelve percent (12%) of all respondents were less likely 

to shop at Wal-Mart after having seen Smith’s T-shirts online; and  

 

(2)  On average, seventeen percent (17%) of all respondents were less 

likely to shop at Wal-Mart after having seen Smith’s actual T-shirts.   

 

Wal-Mart 56.1 Stmt, ¶¶ 83-85 (Jacoby Report).  The tarnishment-dilution levels 

established by the Jacoby surveys are entitled to much weight, particularly when 

viewed together with actual confusion levels as high as sixty-six percent (66%).  

Id.; see Bell v. Starbucks U.S. Brands Corp., 389 F. Supp. 2d 766, 776. 779 (S.D. 

Tex. 2005) (finding that 25% confusion level also amounted to actionable dilution 

under federal law).  The Jacoby Surveys are methodologically sound and meet 

industry standards, and their results reveal likely dilution by tarnishment of the 

famous Wal-Mart Marks.   
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There is therefore no issue of material fact, and this Court should grant 

summary judgment in favor of Wal-Mart with respect to its counterclaims of 

federal and state trademark dilution. 



 

60426/2112657.5 33 

CONCLUSION 

For the reasons set forth above, Wal-Mart respectfully requests that the 

Court grant its motion for summary judgment on its counterclaims for trademark 

infringement of its federally registered and common-law trademarks; dilution of its 

trademarks under federal and state law; federal and common-law unfair 

competition based on the substantive trademark offenses; and deceptive trade 

practices based on the same predicate facts under Georgia state law.  Wal-Mart 

also respectfully requests that the Court enjoin all use of Smith’s WALºOCAUST 

and WAL-QAEDA Designations on or in connection with goods and services. 
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